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REMARKS/ARGUMENTS 



Claims 1 to 60 are pending in this application. Restriction has been required under 35 



U.S.C. § 121 between: 



Group 


Claims 


Subject Matter 


Class 


1 


1 to 7 in part, 

OA A1 AS tr\ AC* 
ZO, 43, 4D LO 'fO 


Compounds and compositions where 

A ic 

J\ IS v^lv 

X is (CR 9 R 10 ) m 


585/1+ 


2 


1 to 7 in part, 

OA A1 AS A£L 
ZO, 43, 43 LO 40 


Compounds and compositions where 

J\ IS v_/Jv 

Xis NR 11 


564/1+ 


3 


1 to 7 in part, 

OA /1< +r\ AA 
ZO, 4 J, 4D tO 40 


Compounds and compositions where 

A IS t^lv 

X is O(CR 9 R 10 ) m 


568/ 


4 


1 to 7 in part, 

OA A1 AS zlA 
ZO, 43, 43 10 40 


Compounds and compositions where 

J\ IS IN 

X is (CR 9 R 10 ) m 


564/ 
onn+ 


5 


1 to 7 in part, 

OA A1 AS +/x /1A 
ZO, 43, 40 tO 40 


Compounds and compositions where 

a ;« XT 
J\ IS IN 

Xis NR 11 


564/ 


6 


1 to 7 in part, 

ZO, 43, 40 tO 40 


Compounds and compositions where 

A XT 

A IS JN 

X is O(CR 9 R 10 ) m 


568/3+ 


7 


i to / in pari, 
26, 43, 45 to 46 


AisP 

X is (CR 9 R 10 ) m 


568/8+ 


8 


1 to 7 in part, 
26, 43, 45 to 46 


Compounds and compositions where 

AisP 

Xis NR 11 


510/ 
467+ 


9 


1 to 7 in part, 
26, 43, 45 to 46 


Compounds and compositions where 
AisP 

X is O(CR 9 R 10 ) m 


568/ 
10+ 


10 


1 to 7 in part, 
26, 43, 45 to 46 


Compounds and compositions where 

A is P=0 

X is (CR 9 R 10 ) m 


562/4+ 


11 


1 to 7 in part, 
26, 43, 45 to 46 


Compounds and compositions where 
A is P=0 
Xis NR 11 


562/4+ 


12 


1 to 7 in part, 
26, 43, 45 to 46 


Compounds and compositions where 
A is P=Q 


562/4+ 
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OUUjvtl lTX<tllCI 








X is O(CR 9 R I0 ) m 




13 


1 to 7 in part, 

OA A1 A< A6. 

ZO, 45, 45 to 4t> 


Compounds and compositions where 

A IS r — O 

X is (CR 9 R ,0 ) m 


568/8+ 


14 


1 to 7 in part, 

^iC A1 AC 4-^ AC 

26, 43, 45 to 46 


Compounds and compositions where 
A is r— o 
Xis NR 11 


568/8+ 


15 


1 to 7 in part, 

A O AC 4. _ AC 

26, 43, 45 to 46 


Compounds and compositions where 

A is P=S 

X is O(CR 9 R ,0 ) m 


562/8+ 


16 


1 to 7 in part, 

**%C A1 AC +~ AC 

26, 43, 45 to 46 


Compounds and compositions where 
A is As 

X is (CR 9 R l0 ) m 


556/ 

Jlrr 


17 


1 to 7 in part, 

'"IC A1 AC AC 

26, 43, 45 to 46 


Compounds and compositions where 

A is As 

XisNR 11 


556/ 
30+ 


18 


1 to 7 in part, 

^yc A1 AC 4-~ AC 

26, 43, 45 to 46 


Compounds and compositions where 
A is As 

X is O(CR 9 R 10 ) m 


562/ 
31H- 


19 


1 to 7 in part, 

1C A l AC AC 

26, 43, 45 to 4o 


Compounds and compositions where 

A is As=0 

X is O(CR 9 R 10 ) m 


562/ 

43+ 


20 


1 to 7 in part, 

^C A "3 AC + ~ AC 

26, 43, 45 to 46 


Compounds and compositions where 
A is As=0 
Xis NR 11 


562/ 

A C i 

45+ 


21 
(same 
as 19) 


1 to 7 in part, 
26, 43, 45 to 46 


Compounds and compositions where 

A is As=0 

X is O(CR 9 R 10 ) m 


562/ 

A C i 

45+ 


22 


1 to 7 in part, 
26, 43 


Compounds and compositions where 
Ais-[C(L)R (CR R ) a Jb- 

A. IS l_J(^K K. ) m 


585/1+ 


23 


1 to 7 in part, 
26, 43 


Compounds and compositions where 
A is -[C(L)R 12 (CR 13 R 14 ) a ] b - 
Xis NR 11 


585/1+ 


24 
(same 
as 22) 


1 to 7 in part, 
26, 43 


Compounds and compositions where 
A is ~[C(L}R 12 (CR 13 R 14 ) a ] b - 
X is O(CR 9 R I0 ) m 


581/1+ 


25 


1 to 7 in part, 
26, 43 


Compounds and compositions where 
A is >[N(L}C(W)(CR 15 R 16 ) c ] d - 
X is O(CR 9 R 10 ) m 


534/1+ 


26 


1 to 7 in part, 


Compounds and compositions where 


534/1+ 
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VJI uuu 




Subiect Matter 


Class 


(same 
as 25) 


26, 43 


A is -[N(L}C(W)(CR 0 R lb ) c ]d- 
X is (XCRVX 




27 


1 to 7 in part, 
26, 43 


Compounds and compositions where 
A is -[N(L)C(W)(CR 15 R ,6 ) c ]d- 

A. IS INK. 


534/1+ 


28 


1 to 7 in part, 
26,43 


Compounds and compositions where 
A is -{[NR 20 C(W)C(L)R 2, (CR 22 R 23 )g] h 
(NR 24 C(W)(CR 25 R 16 )i]j}-(L)R 12 (Cr 13 R 14 ) a ] b - 
X is (CR 9 R 10 ) m 


534/1+ 


29 


1 to 7 in part, 
26, 43 


Compounds and compositions where 
A is -{[NR^tWjq^R^CR^R 23 )^ 
(NR 24 C(W)(CR 25 R^)i]j}-(L)R 12 (Cr l5 R 14 ) a ]b- 
X is O(CR § R 10 ) m 


534/1+ 


30 


1 to 7 in part, 
26, 43 


Compounds and compositions where 
A is -{[NR 20 C(W)C(L)R 21 (CR 22 R 23 )J h 
(NR 24 C(W)(CR 25 R^)i]j}-(L)R 12 (Cr 13 R 14 ) a ] b - 
Xis NR 11 


534/1+ 


31 
(same 
as 30) 


1 to 7 in part, 
26, 43 


Compounds and compositions where 

A is -{[NR 20 C(W)C(L)R 21 (CR 22 R 23 U h 
(NR 24 C(W)(CR 25 R^)i]j}-(L)R 12 (Cr f3 R 14 ) a ] b - 
Xis NR 11 


534/1+ 


32 


8 to 13, 32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 
A is CR 3 
X is (CR 9 R 10 ) m 


424/ 
1.37+ 


11 


o IO I J, jZ, H 1 

to 48, 53, 59 to 
60 in part 


iVaUlOpnmlllaCCUllCdJ. WJinpUUIlUS LUnidllllllg a 

radionuclide and a tripodal compound where 
A is CR 3 
Xis NR 11 


1+or 
534/ 
10+ 


34 


8 to 13, 32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 
A is CR 3 
X is O(CR 9 R 10 ) m 


424/ 
1.38+ 

or 
534/ 

10+ 


(no#) 


8 to 13, 32, 47 
to 48, 53, 59 to 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 


424/ 
1.37+ 
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Group 


Claims 


Subject Matter 


Class 




60 in part 


A is N 

X is (CR 9 R 10 ) m 


or 

534/ 

1 U ' 


35 


8 to 13,32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 
AisN 
Xis NR 11 


424/ 
1.37+ 
or 
534/ 


36 


8 to 13,32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 
AisN 

X is O(CR 9 R 10 ) m 


424/ 
1.38+ 
or 
534/ 

1 A-l- 

1U+ 


37 
(same 
as 34) 


8 to 13,32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 

radionuclide and a tripodal compound where 

AisCR 3 

X is O(CR 9 R 10 ) m 


424/ 
1.38+ 

or 
534/ 

i n i 


38 


8 to 13, 32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 
A is P=0 
X is (CR 9 R 10 ) m 


424/ 
1.37+ 
or 

534/ 


39 


8 to 13, 32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 
A is P=0 

V 1 « XTT> 1 1 

X IS NK 


424/ 
1.37+ 
or 

CIA / 

10+ 


40 


8 to 13, 32, 47 
to 48, 53, 59 to 
60 in part 


Radiopharmaceutical compounds containing a 
radionuclide and a tripodal compound where 

J\ IS r — KJ 

X is O(CR 9 R ,0 ) m 


424/ 
1.38+ 

or 
534/ 
10+ 


41 


14 to 19 in 
part, 40, 51 to 
52 


MRI compounds containing a paramagnetic 
metal ion and a tripodal compound where 
A is CR 3 
X is (CR 9 R 10 ) m 


424/ 
9.3+ 


42 


14 to 19 in 
part, 40, 5 1 to 
52 


MRI compounds containing a paramagnetic 
metal ion and a tripodal compound where 
A is CR 3 
Xis NR 11 


424/ 
9.3+ 
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Group 


Claims 


Subject Matter 


Class 


43 


14 to 19 in 
pari, hu, d i 10 

52 ' 


MRI compounds containing a paramagnetic 
meidi loii cullki <x uipou-di coiiipuuiiti wiicic 

A is CR 3 

X is O(CR 9 R ,0 ) m 


424/ 
9 3+ 


44 


14 to 19 in 
part, 4U, D i to 
52 


MRI compounds containing a paramagnetic 
metai ion ana a tnpoaai compouna wnere 
A is N 

X is (CR 9 R 10 ) m 


424/ 
y. j t 


45 


14 to 19 in 
part, 4U, 51 to 
52 


MRI compounds containing a paramagnetic 
metal ion ana a tnpoaai compouna wnere 
A is N 
X is NR 1 1 


424/ 

7.JT 


46 


14 to 19 in 
part, 4U, di to 

52 ' 


MRI compounds containing a paramagnetic 
metal ion ana a tnpoaai compouna wnere 
A is N 

X is O(CR 9 R 10 ) m 


424/ 
y.j t 


47 
(same 
as 43) 


14 to 19 in 
part, ^ u, d i to 
52 


MRI compounds containing a paramagnetic 
metal ion ana a tnpoaai compouna wnere 
A is CR 3 
X is O(CR 9 R l0 ) m 


424/ 

Q ^4- 

7.JT 


48 


14 to 19 in 
part, 4U, j i to 
52 


MRI compounds containing a paramagnetic 
metai ion ana a tnpoaai compouna wnere 
A is P=0 
X is (CR 9 R l0 ) m 


424/ 
y. 


49 


14 to 19 in 
part, 40, 51 to 


MRI compounds containing a paramagnetic 
metal ion and a tripodal compound where 

A IS r — vj 

XisNR u 


424/ 
9.3+ 


50 


20 to 25 in 
part, 36, 49 to 


MRI compounds containing a paramagnetic 
metal ion and a tripodal compound where 

/\ lb T — W 

X is O(CR 9 R 10 ) m 


424/ 
9.3+ 


51 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 
metal ion of atomic number 21 to 3 1, 39 to 50, 56 
to 80, 82, 83, 90 and tripodal compounds where 
A is CR 3 
X is (CR 9 R 10 ) m 


424/ 
9.4+ 


52 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 
metal ion of atomic number 21 to 3 1, 39 to 50, 56 
to 80, 82, 83, 90 and tripodal compounds where 
A is CR 3 


424/ 
9.4+ 
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Group 


Claims 


Subject Matter 


Class 






A IS JNK 




53 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 

metal ion of atomic number 21 to 3 1, 39 to 50, 56 

to 80, 82, 83, 90 and tripodal compounds where 

AisCR 3 

X is U(LK K ) m 


424/ 
9.4+ 


54 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 
metal ion of atomic number 21 to 3 1, 39 to 50, 56 
to 80, 82, 83, 90 and tripodal compounds where 

AisN 

X IS (CR R ) m 


424/ 
9.4+ 


55 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 
metal ion of atomic number 21 to 3 1, 39 to 50, 56 
to 80, 82, 83, 90 and tripodal compounds where 
AisN 
X is NR 


424/ 
9.4+ 


56 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 
metal ion of atomic number 21 to 3 1, 39 to 50, 56 
to 80, 82, 83, 90 and tripodal compounds where 
AisN 

X IS U(tK K ) m 


424/ 
9.4+ 


57 
(same 
as 53) 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 

metal ion of atomic number 21 to 31, 39 to 50, 56 

to 80, 82, 83, 90 and tripodal compounds where 

AisCR 3 

X is 0(CR R ) m 


424/ 
9.4+ 


58 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 

metal ion of atomic number 21 to 31, 39 to 50, 56 

to 80, 82, 83, 90 and tripodal compounds where 

AisP=0 

A IS (L-K. K ) m 


424/ 
9.4+ 


59 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 
metal ion of atomic number 2 1 to 3 1, 39 to 50, 56 
to 80, 82, 83, 90 and tripodal compounds where 
A is P=0 
XisNR 11 


424/ 
9.4+ 


60 


20 to 25 in 
part, 36, 49 to 
50 


X-ray or CT contrast agents containing a heavy 
metal ion of atomic number 21 to 3 1, 39 to 50, 56 
to 80, 82, 83, 90 and tripodal compounds where 
A is P=0 
X is O(CR 9 R ,0 ) m 


424/ 
9.4+ 
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Group 


Claims 


Subject Matter 


Class 


61 


27 to 31 in part 


Methods for treating bone disorders 


424/ 
1.11+ 


62 


33 to 35 in part 


Methods of radioactive imaging 


424/ 
9.3+ 


63 


37 to 39 


Methods of MRI imaging 


424/ 
9.35+ 


64 


44 


Methods of performing X-ray 


424/ 
9.4+ 


65 


54 to 58 in part 


Compositions and methods of use thereof 


424/ 
1.11+ 



It is asserted that the inventions of Groups 1 to 65 are related as product (Groups 1 to 
60) and process of use (Groups 61 to 65). A requirement has also been made for an election 
of species. It is alleged that claims 1 to 60 are directed to improper Markush-type generic 
claims requiring restriction under 35 U.S.C. § 121, allegedly because the groups do not 
contain "an immutable central core structure" and they do not contain a "'fundamental 
common core structure' that can be attributed to a biological activity." Applicant traverses 
the restriction requirement, in general and, more specifically, the allegation that the claims 
contain improper Markush groups for examination. 

According to MPEP § 803, there are two criteria for a proper requirement for 
restriction between patentably distinct inventions: 

(A) The inventions must be independent (see MPEP § 802.01, § 806.04, § 808.01) 
or distinct as claimed (see MPEP § 806.05 to § 806.05(i)); and 

(B) There must be a serious burden on the examiner if restriction is required (see 
MPEP § 803.02, § 806.04(a) to § 806.04(i), § 808.01(a), and § 808.02). 

For purposes of the initial requirement, a serious burden may be prima facie shown if the 
examiner shows separate classification, separate status in the art, or a different field of search 
as defined in MPEP § 808.02. In the subject application, the claims have been restricted 
into 65 different gr ups, however, these groups have only been classified int nine 
different classes, namely Class 424, Class 510, Class 534, Class 556, Class 562, Class 564, 
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Class 568, Class 581 and Class 585. As the restriction requirement is currently drawn, 
applicant would be required to file more than 60 divisional applications to cover the subject 
matter of the original application. It is respectfully submitted that this is unduly burdensome 
to the applicant. At a minimum, applicant respectfully requests reconsideration with respect 
to a reduction in the number of groups from 65 to nine. 

It is alleged that claims 1 to 60 are directed to improper Markush-type generic claims 
requiring restriction under 35 U.S.C. § 121, allegedly because the groups do not contain "an 
immutable central core structure" and they do not contain a "'fundamental common core 
structure' that can be attributed to a biological activity." Applicant wishes to point out that 
there is an immutable central core structure attributed to the activity of the compound, 
namely three aminophosphonate chelating arms, each of which contains three donor atoms 
(see page 10, lines 23 to 28). The office action implies that none of the claimed chelants have 
anything in common structurally or functionally. This is simply not the case. All of the 
chelants have the following core structure: 




HO 

R 1 



And while there is variability at certain locations within the chelant (for example, at A and 
X), all of the chelants contain three aminophosphonate groups (the red, blue and green arms 
labelled above). However, applicant believes that it is in no way improper to present claims 
that delineate the full scope of his invention. Applicant is unaware of any requirement under 
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the law requiring him to limit his claims to a single species or, at least, to a subgenus of a 
single classification. 

While applicant does not believe that a proper requirement for restriction has been 
established, applicant believes that any restriction among the members of the Markush groups 
within the claims should only be made provisionally. MPEP § 803.02, which addresses 
restriction practice with respect to Markush-type claims, clearly sets forth that the Examiner 
may only require a provisional election of a single species prior to examination on the merits. 
The provisional election would be given effect in the event that the Markush-type claim was 
found not to be allowable. Following election, the Markush-type claim would be examined 
fully with respect to the elected species and further to the extent necessary to determine 
patentability. If the Markush-type claim were not allowable over the prior art, examination 
would be limited to the Markush-type claim and claims to the elected species, with claims 
drawn to species patentably distinct from the elected species held withdrawn from further 
consideration. However, should no prior art be found that anticipates or renders obvious the 
elected species, the search of the Markush-type claim would then be extended. 

The MPEP provides an example in the case of an application with a Markush-type 
claim drawn to the compound C-R, wherein R is a radical selected from the group consisting 
of A, B, C, D, and E. With such a claim, the examiner may require a provisional election of 
a single species (CA, CB, CC, CD, or CE). The Markush-type claim is then examined fully 
with respect to the elected species and any species considered to be clearly unpatentable over 
the elected species. If, on examination, the elected species is found to be anticipated or 
rendered obvious by prior art, the Markush-type claim and claims to the elected species 
would be rejected, and claims to the non-elected species would be held withdrawn from 
further consideration. On the other hand, if no prior art anticipates or renders obvious the 
elected species, the search of the Markush-type claim would then be extended. 
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Thus, applicant respectfully requests reconsideration of the requirement for 
restriction, and in particular an indication that the requirement is only a provisional election 
for the purpose of carrying out the search. Nonetheless, to be fully responsive to the 
restriction requirement, applicant elects with traverse to prosecute the claims of Group 4 
[tripodal chelant where A is N and X is (CR 9 Rio)m]^ Further, applicant elects with traverse 
the compound tris(2-aminoethyl)an^e-N ) N%N''-tris(2«-hydroxybenzyl)methylene 
phosphonic acid [Tren(HBP>3] exemplified in Example 1. 

If the Examiner is of a contrary view, the Examiner is requested to contact the 
undersigned attorney at (215) 557-3861. A petition for a one-month extension of time is filed 



Woodcock Washburn LLP 
One Liberty Place - 46th Floor 
Philadelphia PA 19103 
Telephone: (215) 568-3100 
Facsimile: (215) 568-3439 



herewith. 



Date: July 10,2003 
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